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Company Size and
Decision Makers

Company Size andCompany Size and
Decision MakersDecision Makers

uu Difficult to Enter into CRADAs with Large Difficult to Enter into CRADAs with Large
CompaniesCompanies
ll But, They Have the Most MoneyBut, They Have the Most Money

uu Easier to Enter into CRADAs with Small Easier to Enter into CRADAs with Small
CompaniesCompanies
ll But, They Don’t Have Much MoneyBut, They Don’t Have Much Money
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Company Size and
Decision Makers, Cont.

Large Companies

Company Size andCompany Size and
Decision Makers, Cont.Decision Makers, Cont.

Large CompaniesLarge Companies
uuBench Level Worker Excited about GovernmentBench Level Worker Excited about Government

TechnologyTechnology
ll But, They Are Not Financial Decision MakersBut, They Are Not Financial Decision Makers

uu Management Wary of Doing Business with Management Wary of Doing Business with
GovernmentGovernment
ll Only Works When Bench Level WorkerOnly Works When Bench Level Worker

Pushes Long and HardPushes Long and Hard
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Company Size and
Decision Makers, Cont.

Small Companies

Company Size andCompany Size and
Decision Makers, Cont.Decision Makers, Cont.

Small CompaniesSmall Companies

uuBench Level Worker Excited aboutBench Level Worker Excited about
Government TechnologyGovernment Technology

uuBench Level Worker Also FinancialBench Level Worker Also Financial
Decision MakerDecision Maker
ll But, They Don’t Have Much MoneyBut, They Don’t Have Much Money
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Company Size and
Decision Makers, Cont.

Large Companies

Company Size andCompany Size and
Decision Makers, Cont.Decision Makers, Cont.

Large CompaniesLarge Companies
uuDon’t Want to Share Intellectual PropertyDon’t Want to Share Intellectual Property

RightsRights
uuWant Government Reward to be Payment forWant Government Reward to be Payment for

Work, and That’s ItWork, and That’s It
ll And, They Want It at Low CostAnd, They Want It at Low Cost

uuIn Fairness, This Is Same Deal They ExpectIn Fairness, This Is Same Deal They Expect
with Private R&D Companieswith Private R&D Companies
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Company Size and
Decision Makers, Cont.

Large Companies

Company Size andCompany Size and
Decision Makers, Cont.Decision Makers, Cont.

Large CompaniesLarge Companies

uuIndustry Concerned They Will Have to FollowIndustry Concerned They Will Have to Follow
Complex Government Accounting Rules andComplex Government Accounting Rules and
Face Audits by Defense Contract Audit AgencyFace Audits by Defense Contract Audit Agency
(DCAA)(DCAA)

uuCRADAs, Cooperative Agreements, Grants,CRADAs, Cooperative Agreements, Grants,
Educational Partnerships, Etc., Are Not GovernedEducational Partnerships, Etc., Are Not Governed
by the Federal Acquisition Regulations (FAR)by the Federal Acquisition Regulations (FAR)
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Company Size and
Decision Makers, Cont.

Large Companies

Company Size andCompany Size and
Decision Makers, Cont.Decision Makers, Cont.

Large CompaniesLarge Companies
uuGrants and Other “Assistance” Agreements (asGrants and Other “Assistance” Agreements (as

opposed to “Contracts”) Are Generally Governedopposed to “Contracts”) Are Generally Governed
by DoD Grants and Agreements Regulationsby DoD Grants and Agreements Regulations
(DoDGARs)(DoDGARs)

uuDoDGARs Require Only Generally AcceptedDoDGARs Require Only Generally Accepted
Accounting Principals (GAAP) and May RequireAccounting Principals (GAAP) and May Require
Audits by Independent Auditors for AwardeesAudits by Independent Auditors for Awardees
Receiving >$300,000 in One YearReceiving >$300,000 in One Year
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Government
Subcontractor Problem

GovernmentGovernment
Subcontractor ProblemSubcontractor Problem

uuGovernment Contractors Have Right to ElectGovernment Contractors Have Right to Elect
to Retain Title to Inventions Made by Theirto Retain Title to Inventions Made by Their
EmployeesEmployees

uuGovernment Then Cannot Grant ExclusiveGovernment Then Cannot Grant Exclusive
License to CRADA PartnersLicense to CRADA Partners

uuAir Force Attempting to Amend FAR toAir Force Attempting to Amend FAR to
Change Rules for Work Done under CRADAChange Rules for Work Done under CRADA
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Trustworthiness of
Government to Keep Trade

Secrets Secret

Trustworthiness ofTrustworthiness of
Government to Keep TradeGovernment to Keep Trade

Secrets SecretSecrets Secret
uu Industry Concerned that Government Will NotIndustry Concerned that Government Will Not

Protect Industry Trade Secrets or “TradeProtect Industry Trade Secrets or “Trade
Secret” Information Developed UnderSecret” Information Developed Under
AgreementAgreement

uuGovernment Actually Goes to Great Lengths toGovernment Actually Goes to Great Lengths to
Protect Industry Trade SecretsProtect Industry Trade Secrets

uuUnder a CRADA, Information Developed UnderUnder a CRADA, Information Developed Under
Agreement May Be Exempt from FOIA for Up toAgreement May Be Exempt from FOIA for Up to
Five YearsFive Years
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Trustworthiness of
Government to Keep Trade

Secrets Secret, Cont.

Trustworthiness ofTrustworthiness of
Government to Keep TradeGovernment to Keep Trade

Secrets Secret, Secrets Secret, ContCont..
uu In Special Circumstances, Industry isIn Special Circumstances, Industry is

Concerned About Government Desire to PublishConcerned About Government Desire to Publish
ResultsResults

uuProblem is No Worse Than Working withProblem is No Worse Than Working with
UniversitiesUniversities
ll Publishing Pressure is Actually Less inPublishing Pressure is Actually Less in

Government and There Are A Variety ofGovernment and There Are A Variety of
Means for Limiting DistributionMeans for Limiting Distribution
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Indemnification ProblemIndemnification ProblemIndemnification Problem

uuGovernment CRADAs May Require IndustryGovernment CRADAs May Require Industry
Collaborator to Indemnify Government for AllCollaborator to Indemnify Government for All
RisksRisks

uuIndustry Often Views This as UnreasonableIndustry Often Views This as Unreasonable
uuSome Modification Possible, ParticularlySome Modification Possible, Particularly

Insurance Certifications and MakingInsurance Certifications and Making
Government a Named-Insured UnderGovernment a Named-Insured Under
Company PolicyCompany Policy
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Domestic Manufacture
Requirement Problem
Domestic ManufactureDomestic Manufacture
Requirement ProblemRequirement Problem

uuStevenson-Wydler Requires GovernmentStevenson-Wydler Requires Government
Agencies to Give Agencies to Give PreferencePreference to Business to Business
Units Located In the United States WhichUnits Located In the United States Which
Agree that Products EmbodyingAgree that Products Embodying
Inventions Made Under A CRADA beInventions Made Under A CRADA be
Manufactured Manufactured SubstantiallySubstantially in the United in the United
StatesStates
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Dispute Resolution
Problems

Dispute ResolutionDispute Resolution
ProblemsProblems

uuDispute Resolution Clauses Are OftenDispute Resolution Clauses Are Often
Felt by Industry and Universities toFelt by Industry and Universities to
Overly Favor GovernmentOverly Favor Government

uuGovernment Officials Are Sensitive toGovernment Officials Are Sensitive to
Contract Provisions That May GiveContract Provisions That May Give
Authority to a Nongovernment PersonAuthority to a Nongovernment Person
Over Government ActivitiesOver Government Activities
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Cherry PickingCherry PickingCherry Picking

uuIndustry Wants Government to Fund theIndustry Wants Government to Fund the
R&D for Potentially Less ValuableR&D for Potentially Less Valuable
TechnologiesTechnologies

uuIndustry Wants to Fund R&D for theIndustry Wants to Fund R&D for the
Potentially More Valuable TechnologiesPotentially More Valuable Technologies
and Not Give an Non-Exclusive License toand Not Give an Non-Exclusive License to
GovernmentGovernment



Slide No. 16

Cherry Picking, Cont.Cherry Picking, Cont.Cherry Picking, Cont.

uuIssue is What is Fair Apportionment ofIssue is What is Fair Apportionment of
Intellectual Property RightsIntellectual Property Rights
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Not Invented HereNot Invented HereNot Invented Here

uuOften Problem is Not Resistance toOften Problem is Not Resistance to
Outside Inventions, But Feeling, UsuallyOutside Inventions, But Feeling, Usually
on Management Level, That Companyon Management Level, That Company
Hasn’t Even Had Time and Resources toHasn’t Even Had Time and Resources to
Fully Exploit its Own InventionsFully Exploit its Own Inventions
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GOVERNMENT-GOVERNMENT-
UNIVERSITIESUNIVERSITIES
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Inventorship and
Ownership

Inventorship andInventorship and
OwnershipOwnership

uuAir Force Graduate Student Working onAir Force Graduate Student Working on
University Research Projects Makes InventionUniversity Research Projects Makes Invention

uuUnder Bayh-Dole, University Wants to PayUnder Bayh-Dole, University Wants to Pay
Share of Any Royalties Directly to Air ForceShare of Any Royalties Directly to Air Force
InventorInventor

uuUnder U.S. Law, Government Employee MayUnder U.S. Law, Government Employee May
Not Receive Compensation From Any OtherNot Receive Compensation From Any Other
SourceSource



Slide No. 20

Inventorship and
Ownership, Cont.
Inventorship andInventorship and
Ownership, Cont.Ownership, Cont.

uuGovernment Agency May Take PatentGovernment Agency May Take Patent
Assignment from Its EmployeeAssignment from Its Employee

uuThen Take Royalty Share from UniversityThen Take Royalty Share from University
uuThen Pay 20% to Employee underThen Pay 20% to Employee under

Stevenson-WydlerStevenson-Wydler
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Intergovernment
Personnel Act
Agreements

IntergovernmentIntergovernment
Personnel ActPersonnel Act
AgreementsAgreements

uuProvide for States to Employ FederalProvide for States to Employ Federal
Employees and Vice-VersaEmployees and Vice-Versa

uuRarely Include Provisions for Who HasRarely Include Provisions for Who Has
Right of Assignment from Employee forRight of Assignment from Employee for
Intellectual PropertyIntellectual Property

uuCan and Should Include Such A ProvisionCan and Should Include Such A Provision
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Royalty SharingRoyalty SharingRoyalty Sharing

uuUniversities Believe Government WantsUniversities Believe Government Wants
too Large a Share for Having Governmenttoo Large a Share for Having Government
Employee Co-InventorEmployee Co-Inventor

uuGovernment Labs Need All the MoneyGovernment Labs Need All the Money
They Can GetThey Can Get
ll If There Is a Royalty Pie, We ShouldIf There Is a Royalty Pie, We Should

Have a Piece of ItHave a Piece of It
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uu If Government Will Own Part of Patent, ThenIf Government Will Own Part of Patent, Then
University Wants Government to Pay Part ofUniversity Wants Government to Pay Part of
Patenting CostsPatenting Costs

uuGovernment Does Not Want a Free Ride, But OftenGovernment Does Not Want a Free Ride, But Often
Has Legal Difficulties in Sharing Patenting CostsHas Legal Difficulties in Sharing Patenting Costs

uuGovernment Can Agree in Assignment orGovernment Can Agree in Assignment or
Exclusive License to University that Share ofExclusive License to University that Share of
Patenting Costs Are Credited Against RoyaltiesPatenting Costs Are Credited Against Royalties

Royalty Sharing, Cont.Royalty Sharing, Cont.Royalty Sharing, Cont.


